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II. STATEMENT OF RELATED CASES UNDER RULE 47.5

Attorney for Petitioner states that no other appeal in or from the same
proceeding was previously before this Court. Further, no other case is known
to counsel to be pending in this or any other court that will directly affect or be

directly affected by this court’s decision in the pending appeal.
II1. JURISDICTIONAL STATEMENT

The Court has jurisdiction in this case under Title 15 U.S.C. §1071(a),
as the Court for appeal from a final decision of the Trademark Trial and

Appeals Board.
IV. STATEMENT OF THE ISSUES

The issue is whether the Trademark Trial and Appeals Board (TTAB)
erred in applying the law when it granted Appellee’s Motion for Summary
Judgment. More specifically, did Appellant’s survey evidence raise a fact issue
that preclude summary judgment, particularly at this point in the proceedings

prior to discovery having been allowed. Alternatively, does survey evidence
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supporting actual confusion trumps speculative assessmenis of no likelihood
of confusion so as to preclude granting of summary judgment. If either of the
above is so, the Court must reverse the decision on grant of summary judgment

and remand the case to the TTAB for further proceedings.

V. STATEMENT OF THE CASE

In consolidated Opposition No, 91165315 and Cancellation No.
92044538, the TTAB granted Respondent’s Motion for Summary Judgment,

dismissing the case with prejudice.

VL. STATEMENT OF THE FACTS

In consolidated Opposition No. 91165315 and Cancellation No.
92044538, Appellant/Petitioner is the senior user. Appellee/Respondent has
admitted the similarity/identity of the goods. Appellant has submitted evidence
of actual confusion by way of an informal survey. This survey indicated that
25% of those surveyed were confused as to the source of the goods.
Nevertheless, the TTAB dismissed such survey as not being “credible.” The

TTAB then applied the Du Ponr factors to determine that there is no likelihood
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of confusion, and then granted Appellee’s Motion for Summary Judgment,
dismissing the case with prejudice. Appellant filed a timely Notice of Appeal.

and subsequently this Brief on Appeal.
VII. SUMMARY OF THE ARGUMENT

The TTAB granted Appellee's Motion for Summary Judgment on the
grounds that it appears there is no likelihood of confusion and because the
evidence of actual confusion proffered by Appellant was not “credible.” Under
these facts, in which the similarity of the products is admitted and the Appellant
~is the senior user and therefore entitled to deference on the issue of likelihood
of confusion, the case law of the Fedéral Circuit should be interpreted in favor
of Appellant. The case law at issue here is whether credibility of the evidence
of actual confusion is a proper grounds for granting summary judgment in favor
qf Appellee. Appellant asserts that such grounds are not sufficient under the
case law of the Federal Circuit. Consequently, the grant of summary judgment .
should be reversed and the case remanded for further proceedings before the

TTAB.
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VIIL. ARGUMENT AND STATEMENT OF THE STANDARD OF

REVIEW

A. Standard of Review

Appellant asserts that the TTAB erred in applying the law. The Federal
Circuit reviews questions of law under the de novo standard of review. Conroy
v. Reebok Int’l, Ltd., 14 F.3d 1570, 1575, 29 USPQ2d 1373, 1377 (Fed. Cir.

1994).

B. The Trademark Trail and Appeals Board Erred in Accessing the Elements
supporting a Grant of Summary Judgment

The TTAB granted Appellee’s Motion for Summary Judgment on the
grounds that it appears there is no likelihood of confusion and because the
evidence of actual confusion proffered by Appellant did not raise an issue of
material fact. Under the facts of this case, in which the similarity of the

products is admitted' and the Appellant is the senior user and therefore entitled

Registrant’s admission as to the relatedness of the goods, and the fact

that, in summary judgment, all legitimate factual inferences must be made in
favor of the nonmovant, require the Board to consider that the products are
as identical as asserted by the Petitioner. Anderson v. Liberty Lobby, Inc.,
477 U.S. 242, 255, 91 L. Ed. 2d 202, 216 (1986) In this case, consequently,
it must be inferred for the sake of this Motion of Summary Judgment that the
allegations made by the Appellant are true, namely, that the products are not
merely similar or related, but identical. Now, applying the rule that the more
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to some deference on the issue of likelihood of confusion (as per the Newcomer
Rule?), the case law of the Federal Circuit should be interpreted in favor of
Appellant. The case law at issue here is whether the methodology used n
performing a preliminary survey of actual confusion is a proper grounds for
granting summary judgment in favor of Appellee. Appellant asserts that s_uch
grounds are not sufficient under the case law of the Federal Circuit, in

particular, as supported in C, i, below. Consequently, the grant of summary

related the goods sold under the respective marks, the more likely that
confusion may result, requires that the Court reverse the Board’s decision on
Summary Judgment, because, given that the products are identical, and
include more than one similarity in the trademark, there is more than a de
minimus material fact issue raised as to likelihood of confusion. AMF, Inc.
v. Sleekcraft Boats, 599 F.2d 341, 350 (9th Cir. 1979).

Regarding the well-established Newcomer Rule, a newcomer or junior
user should not be surprised when conflict arises with a senior user. “Itis
well-settled that one who adopts a mark similar to the mark of another for
closely related goods acts at his peril and any doubt there might be must be
resolved against him” Carlisle Chemical Works, Inc., Hardman & Holden,
Ltd., 58 CCPA 751, 434 F. 2d 1403, 168 USPQ 110 (1970). See 7iffany v.
National Gypsum Co., 59 CCPA 1063, 459 F. 2d 527, 173 USPQ 793
(1972)(rule applies in opposition proceedings). Applying the Newcomer
Rule here, where the goods are admittedly identical, a newcomer should be
required to exercise extreme caution not to infringe the preexisting rights of
principal competitors. This newcomer, Onfolio, has utterly failed at
exercising reasonable care. Further, where copying is so obvious, copyright
and patent infringement issues are raised which further aggravate the
Appellee’s lack of good faith. In addition, the determination of good faith is
~ a fact issue which is material in this case as it will determine the standard of
good faith here, namely, the efforts the newcomer must take in this case to
avoid Appellant’s rights. Bell v. Commercial Insurance Co., 3 Cir., 280
F.2d 514. Consequently, on this ground as well, the TTAB's holding must
be reversed.
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judgment should be reversed and the case remanded for further proceedings
before the TTAB.

A second issue is whether any survey evidence of actual confusion
trumps speculative assessments of likelihood of confusion so as to preclude
granting of summary judgment. In section C, ii, below, it is clear that this is
indeed the case. Consequently, the Court should reverse the decision on grant
of summary judgment and remand the case to the TTAB for further

proceedings.

C. Controlling Case Law in Support of Reversal

i. Cred.ibilitv of Survey Evidencé is Itself a Fact Issue that Precludes Summary

Judgment

In the TTAB's statement that “the survey does not raise a genuine issue
of material fact with respect to similarities of the parties’ respective marks”
nonetheless applies a factual inquiry reviewing the methodology applied to and
credibility of the survey which preclude the grant of summary judgment. In
other words, summary judgment was improper because genuine issues remain
as to the credibility of the evidence of actual confusion. Typeright Keyboard

Corporation v. Microsoft Corporation, 03-1197, -1255 (Fed. Cir. July 6, 2004).
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The TTAB points to a number of facts as supporting its doubts as to the
credibility of the proffered evidence. Under the facts of the instant case, in
which evidence of actual confusion is submitted, summary judgment should not
have been granted. Summary judgment is not appropriate where the opposing
party offers specific facts that call into question the credibility of the movant’s
witnesses. See Sartor v. Ark. Natural Gas Corp., 321 U.S. 620, 628-29 (1944)
(reversing summary judgment where the only evidence in support of the
mévant’s’ contention was the testimony of its experts and there were specific
bases for doubting the credibility of that testimony); Charles Alan Wright et al.,
Federal Practice & Procedure § 2726, at 446 (3d ed. 1998) (“[IIf the
credibility of the movant’s witnesses is challenged by the opposing party and
specific bases for possible impeachment are shown, summary judgment should
be denied and the case allowed to proceéd to trial. . ."): see also Lodge Music
Hall, Iﬁc. v. Waco Wrangler Club, Inc., 831 F.2d 77, 81 (5th Cir. 1987)
(“While the mere claim that an affidavit is perjured is imsufficient, where
specific facts are alleged that if proven would call the credibility of the moving

‘party’s witness into doubt, summary judgment is improper.”); In re Citizens
Loan & Sav. Co., 621 F.2d 911, 913 (8th Cir. 1980) {acknowledging that
specific facts tending to discredit a key witness could create a genuine issue for

trial).
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Here, as in TypeRight, one party pointed to specific facts that tend to
discredit the testimony of the other party’s witnesses. These facts create a
genuine issue as to the credibility of such witnesses. “The court may not assess
the credibility of testimony when granting summary judgment.” Loral
Fairchild Corp. v. Matsush;'ta Elec. Indus. Co., 266 F.3d 1358, 1363 (Fed. Cir.
2001): see also Fed. R. Civ. P. 56 advisory committee’s note (1963
Amendment) (“Where an issue as to a material fact cannot be resolved without
observation of the demeanor of witnesses in order to evaluate their credibility,

summary judgment is not appropriate.”).

ii. Survey Evidence Trumps Speculative Assessments of Likelihood of

Evidence of actual confusion “constitutes persuasive proof that future
confusion is likely.” Clicks Billiards Inc. v. Sixshooters Inc., 251 F.3d 1251,
1265 (9* Cir. 2001). The 8" Circuit District Court denied a moving party’s
motion for summary judgment because a consufner survey created an issue of
material fact as to whether the non-moving party could pro've. a likelihood of

confusion. The likelihood-of-confusion test has six parts. The court found in the

Registrant’s favor on five of six of the test parts, including determining that the

two marks are not similar. Nevertheless, the court refused to enter summary
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judgment in the registrant’s favor (emphasis added) because the
Appellant/Opposant had introduced a consumer survey as evidence of actual
confusion -- the sixth part of the likelihood-of-confusion test. Minnesota
Specialty Crops, Inc. v. Minn. Wild Hockey Club, LP, Civ. No. 00-2317 (D.
Minn. 07/26/02) (survey was sufficient to survive summary judgment). Celozex
Corp. v. Catrett, 477 U.S. 317, 326 (1986) (stating that summary judgment is
appropriate after adequate rime for discovery and upon motion, against a party
who fails to make a showing sufficient to establish the existence of an element
essential to that party’s case).

By disregarding Appellant’s evidence of actual confusion, the TTAB
denied the Appellant important grounds for relief under the Federal Anti
Ditution Statute. The grounds for relief are that there is actual evidence of
confusion which should trump any ad hoc interpretation of the Board that such
evidence should not be considered in a summary judgment hearing as being

without credibility.

Thus, it is clear that survey evidence is considered sufficient to survive
summary judgment. Appellant offered survey evidence of actual confusion
here. Consequently, granting Appellee’s Motion for Summary Judgment was

not proper and the decision should be reversed.
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[X. CONCLUSION AND STATEMENT OF RELIEF SOUGHT

The credibility of Appellant’s survey data was a genuine issue of
material fact raised in the case. Because a genuine issue of material fact
remained in the case, granting of Appellee’s Motion for Summary Judgment by
the TTAB was not proper.

THEREFORE, Appellant hereby prays that the decision granting
Appellee’ Motion for Summary Judgment be reversed and the case be

remanded to the TTAB for further proceedings.

Appellant: MISSIONTREK LTD. CO.

Date: S%O’bc:;cz By ng«\g«»—»}

Shefman D. Pernia, Ph.D., JD
Reg. No. 34,404

Texas State Bar No. 24004856
1110 NASA Parkway, Suite 450
Houston, Texas 77058-3346
Phone: 281-333-0880

Fax: 281-333-9144
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X. JUDGMENT, ORDER OR DECISION IN QUESTION




UNITED STATES PATENT AND TRADEMARK

THIS OPINION IS NOT CITABLE g OFFICE
AS PRECEDENT OF : Trademark Trial and Appeal Board
THE T.T.A.B ¢ P.O.Box 1451
kot Alexandria, VA 22313-1451
sutler Mailed: November 28, 2005

Opposition No. 91165315
Cancellation No. 952044538

Misgiontrek Ltd. Co,.
v.
Cnfolio, Inc.

Before Hairston, Chapman and Xuhlke, Administrative Trademark
Judges.

By the Board:

h

Plaintiff seeks to cancel dsfendant’s registration of the

L}

mark OKFOLIC for “computer scftware for capturing, organizing angd
sharing on-line content.”! »Plzintiff opposes registration of

dzfendant's mark shown below

also for “computer scftware for capturing, organizing and sharing

[}

oen-line content.”” As grounds for the complaints, plaintiff

alleges that defendant’s marks, when used on the idsntified

goods, so resemble plaintiff’'s previously used and ragistered




Opposition No. 31165315 and Cancellation No. 32044338

mark CARTS uIO o be likely to cause confusion, mistake cor to

et

I!x

deceive. Pilazintiff further alleges that its CARTASIO mark is

registered for “computer scitware, namely internet navigation

socftware, that is, interngt browsers; computer hardware in the
nature cof database and computer management eguipment; internet
regearch and cost accounting scoftware:; software for hosting

anuals sold as a unit.*® Mors

:3

computer sarvers, and user

particularly, plaintiff allsges that the marks are similar

because they both begin with round letters (“C¥ and *0"}; end in

the sams lstters “I0"; “have the same numbsr of lstters”; and,
when spoken, have the same number of syllables and the same
accent.

This case now comes up on defendant’s nearly identical
motions for summary judgment, filed in esach procseding on July §,
2005, Defendant's motions were filsd prior to the due dates Iorx
its znswer in sach case. Plaintiff filed nearly identical
responses to the summary judgment motions, and defendant replied

therete in each case. Before turning to the summary judgment

metions, the Board addresses som2 preliminary matters.

proceedings and finds that consclidation is appropriate inasmuch
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EZstate of 3iro v. Zic Corp., 18 USPQ2d 1382 (TTAR 185%1}; and TBMD

:

The Board may exerciss irs dissretion
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an gnswer has been filed in sach case). Sec TEMP §511 (24 ed.

rev. 2004}, Here we find consolidation priar to joinder of issue

02044538 are hersby consolidated and may be prasentsd on the sams

cases should include both procesding numbers in the ordsy shown
in the caption of this consolidated case.

Plaintiff separately sought to suspsnd both procesdings
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proceeding involves a registration for thes mark PREOVIZO.

Plaintiff’s motion to suspend, filed on Se zptember 21, 2005 in
Cancellation No. 320443538, was denied by order of the Soard dated

Septembper 23, 2005. In denying the motion, the Rozrd detsrminsd

petitioner happens to be involved in both cases.” ({Emphasis in
the original.} Flaintiff's mobion to suspend, filed aucust 24,
3
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2005 in Opposition No. 811835315 is hereby denied for the same

For purposes cf its summary judgment motione,‘ defendant
concedes the relatedness of the parties’ respective goods.
Defendant clarifies that it seeks judgment in its favor as a
matter of law on the premise that the invelvad marks are so
dissimilar that there is no likelihood of confusion.

In support of its motion, defandant arguss that nc gsnuine
issues of material fact exist as to likelihood of confusion
because the marks are completely distinct in sound, appesrance,
connotation, and commercial iwmpression; and that the

dissimilarity of the marks so outweighs the other DuPont factors’
that it is dispositive. Defendant argues that the invclved warks
do not, as plaintiff alleges, have the same number of lstters;

that the only common element in the parties’ respsctive marks is

the suffix “I0,” which is zn crdinary English language suffix

[

found in numarous registered marks for hardware and softwars;
that such suffix iz derived from Latim, a constituent language ol

English; and that “IC" is “added to the stem of rhe perfect

passive participle of a verb toc create a verbal noun indicating
an action.” Defendant contends that the marks, when spokan, are

t
o
P
0]
o3
)
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Q
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Q
=
o
[#X

nificantly different in pronunciation and,

1]
[ R
L
3]
Lt

alike or sven similar. Defandant argues that the roect terms of
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f ges Tnn re . I. du Pont de Nemours & Oo., 476 F.24 1357, 177 USPQ 383
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each party’s marks differ, with plaintiff admitting, in response
to the Examining Zttorney’s i iry as to anv meaning of the term
CARTAGTO {at the time that pleaded Registration Ko. 2736245 was

pending 2s an application), that there is no transliaticn of the
term and that “.. CARTAGIC has no known meaning, étier than ics
peing similar to an old Latin nams of the city of Carthage,
Tunisia.” Defendant contends that the root of its marks, FOLIO,
¢, m2ans “z leaf of paper ..,z lezf-number of a

on the other ha

m

»

1
8

bock, & sheet of paper folded once, making two lsaves of a book,
for] a book made of such sheets.” Thus, because the marks
sugogest different meanings, defendant argues that the marks have
differant commercial impressions, arguing further that its
ONFOLIO marks zre likely to be seen as a variant of ths term

*nortfolio.? Defendant also peoints out that the design slement

¥ one if its marks further supports the visual dissimilarities

plaintiff’s response to the Zxamining Attorney’s inguiry as Lo
vh CARTAGIO has any transiation or meaning; and & dicticnary
definition of the term “*folin.”

in responsse, plaintiff argues that actual confusion exists
nased on & survey it conducted which demonstratsd that M. 25% of
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the respondsnts indicated that the product names are so similar
that it is likely that the products come from the same source”;

angd that defendant’s motion must fall because dsfendant 4did not

“.. identify the elements of its adversavry’'s case with respsct to
which it considers there to be a deficiency of procf.” Plaintiff

further contends that the marks, when written, look similar

bzcause the besginning and snding letters are round (/0 vs. O/0);

£ ]

milar; an

e

that when spoken aloud, the accents on the words are s

that, when written in lower case, “.. there are two letters in the

rh

the marks having appendagss that extend beyond

middle porticn of

lewer-case letter, namely the T and G of

fir

the normal limits of
Cartagio, and the F and L of Onfolio.” Plaintifi argues that its
mark is well-=zstzblished, though it states it does not know
whether irs mark is famous; and that dsfendant is th

user, who adoptad a similar mark for closaly relazted goods and
did not sxercise good faith in aveiding the rights of cthers,

roducts. ®

particularly its competitcors’ pre-existing p
Plaintiff’s response is accompanied by the declaration of its
directoy concerning the rey conducted and a copy of the survey

¥ Piaintiff, =zt page 3 of its zsponse o defendant's motion Ior
summary judgmex:, recuests discovery. To the extant, if any, that
plaintiff sessks d;scave*v pursuant o Fed. R. Civ. P. 38{f), such
regusst is denisd inasmuch as plaintiff responded on the merits to
gefen t’s motion for summary judgment. See Ron Cfauldwall Jewelry,
Inc. v. Clpthesline Clotkess, Inc., &3 USPQR4 2009 (TTaB 2002).
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:
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hat plaintiff’s arguments concerning the similsarities o
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maxks are “peculiar’ and without support. Defendant contends

intiff’s survey is not entitled to any consideration

¢t
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fomd
1]
et
',.l

because it is insxpert and biased in design and administration;
it fails to specify or provide any information regarding the
respondaents; it fails to provide the zctual responses: it fails
to zpproximate actual markst conditions; it fails to present

defendant’s Jesign mark; znd leading inguiries.
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In a motion for summary judgment, the moving party has the
burden of establishing the absence ¢f any genuine issues of
material f{act and that it is entitled to judgment as a matter of

law. Sse Fed. R. Civ. P. Z8{c}. A genuine issus with respsct to
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material fact exists if sufficient evidence is present

o

(&5

reasonaile fact finder could dacide the question in favor of the
non-meving party. See Opryland US2 Inc. v. Grear American Music

Show, Inc., 970 F.2d 847, 23 USPC24 1471 {Ped. Cir. 13%2). Thus,

all Zoubts as to whsther any factual issues are genuinely in

dispute must be resolved ageinst the moving party and all
inferences must be viewed in the light most favorable to the non-

F.2d 200, 22 USPR24 1542 {(Fed. Cir. 18%2).
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1458 {(Fed. Cir. 1928) and Xellogg Cc. v. Pack’em Enterprises,
Inc., 14 USPQ2d 1545 (TTAB 1990}, afi’‘d, 951 7.24 230, 21 USPQ24d

1142 (Fed. Cir. 1931), in that thz single DuPont factor of the
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Morecver, we find that plaintiff’'s survey does nct raise a
genuine issue of material fact with respect to the similarities

of the psrtiss’ respactive marks. BAccording to the statement of

- preparsd an email survey of 42 persons who had recently
downloaded our CARTAGIO softwars and who otharwisze were
believed to be able to provide Petitioner with an objective
opinion on the issue of likelihood of confusion.

Cf the 42 emails sent, 8 responsss to the guesticn were
received. Of these 8 responses, two indicated actusl
confusion and six indicated no confusion. £ those that
indicated actual confusion, one is a manager of a sofrtware
sales company and may have already known about ONFOLIO, so,
perhaps, his response indicating no confusion can be
ignored. In any case, still counting this ons likely
invalid response, a full 25% of those surveyed indicated

-

copfusion. (Emphasis in the original.)
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With respect to a recently released online
research/knowledge management product, called ONPOLIO, which
cf the pelow statements is most likely to be true?
a Bzcause ths product nams
likelv a licensse of Mis
CARTAGIO.
b. Becazuse the product name
likely a product of Mi
parvicular niche market.
o I s=e no similarity zt &ll, Conseguently, thers is
iixely no relationship hetwesn the products

0
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mathamatically doss not zmount to the inflated cercsntaae
I 3

established or recognized survey tachnigues; was preparsd ang
administered bv a bhiased party; and wae not analyzed in any
statistically meaningful way. Sese, for sxample, Hilson Research,
Inc. v. Bociscy for Human Rescurces Manpagement, 27 USPQ2E 1423

{TTARE 1853}; and 5 J. Thomas MoCa rthy, HoCarthy on Trademarks and

(33

Unfair Compsti

Accordingly, defendant’s motlions for summary Judgment ars

plaintiff in both

[ad

granted; judgmsnt is entered zcains
proceedings; Opposition No. 911863315 is dismissed with preiadice;

and Cancellztion ¥o. 230644333 is denisd with praiudice.

)

AS¢]
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